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DETAILED ACTION 

The examiner has considered applicants' amendment filed February 6, 2006 and 
the remarks therein. In light of applicants' arguments, the examiner has withdrawn the 
rejections of record; however, the following new rejections are being made. 



Claim Rejections - 35 USC § 102 
The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

Claims 1, 3, 9 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Massie (US 3,992,453). 

Massie discloses a process wherein an olefinically unsaturated compound is 
hydroformylated in the presence of a transition metal catalyst and ethylene carbonate 
(see examples, especially example II). This process anticipates the instant claims. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained tiiough the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 
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Claims 2, 4, 6-8, 10-12, 14. 15, and 17-20 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Orago et al (US 5.012.008) and Massle (US 3.992.453) in 
combination. 

The instant claims limit the hydroformylation process of the present invention to 
the use of a cyclic carbonic ester of fonmula I having specific substituents, to the use of 
a nonpolar solvent having a specific vt/eight based on the reaction mixture, and the 
olefin employed coming from a first hydrofonnylation reaction. 

Drago et al do not expressly teach these limitations: however. Drago et al do 
teach the hydrofonnylation of olefins having from 2 to 6 carbon atoms in the presence of 
a liganded rhodium catalyst, and substituted or unsubstituted organic esters, aromatic 
hydrocarbons, organic derivatives of oxygen, such as propylene carbonate, etc.. (col.4. 
line 52 to col. 6, line 55). Massie teaches a hydroformylation process wherein an ester 
of carbonic acid, i.e., ethylene carbonate, propylene carbonate, dipropyl carbonate, etc.. 
is used as a promoter, in an amount of at least 1 5 by weight (col. 4. line 34 to col. 7. line 
28). 

The examiner contends that it would have been obvious to a person of ordinary 
skill in the art. at the time the present invention was made, to employ as starting 
material, an olefinically unsaturated compound that has been recycled from the un- 
reacted starting material of a first or previous hydroformylation or any other source of 
olefinic compound. The examiner further contends that it would have been obvious to a 
person of ordinary skill in the art to employ any amount of solvent that would remain 
inert to the hydroformylation reaction, and yet. allow for optimal conversion of the 



Application/Control Number: 1 0/51 9.557 Page 4 

Art Unit: 1621 

olefinic material to the hydroformylation product. It would also have been obvious to 
employ a substituted cyclic carbonic ester in the process taught by Drago et al, since 
the reference teaches that organic derivatives of oxygen, such as propylene carbonate, 
may be substituted, and further, since Massie teaches several carbonic acid esters as a 
promoter in hydroformylation reactions in amounts of at least 1% by weight; a person of 
ordinary sl<ill would reasonably expect the substituted or unsubstituted compound to be 
effective in its purpose, i.e., dispersing the rhodium catalyst and maintaining it in 
amorphous phase on the support material (col. 6, lines 34-55) according to Drago et al, 
and/or in increasing the linear selectivity of the desired product, according to Massie. 

Claims 5 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drago et al and Massie as applied to claims 2,4, 6-8,10-12, 14, 15, and 17-20 above, 
and further in view of Maher et al (WO 87/07261 ). 

The instant claims limit the solvent used in the process of the present invention to 
substituted or unsubstituted hydrocarbons having from 10 to 50 carbon atoms, or olefins 
having from 3 to 24 carbon atoms. 

Maher et al teach a hydroformylation reaction using a rhodium-containing 
catalyst in the presence of an organic polymer containing polar functional groups, 
including carbonates, in the presence of a solvent such as Texanol, a substituted 
hydrocarbon having at least 10 carbon atoms (p 32). 

It would have been obvious to employ a solvent such as Texanol in the process 
of the instant invention, since Maher et al teach that said solvent can be used in 
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hydroformylation processes that employ compounds such as carbonates, used to 
stabilize the rhodium catalyst. 

Applicant's arguments with respect to claims 1-13 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant's submission of an information disclosure statement under 37 CFR 
1 .97(c) with the fee set forth in 37 CFR 1 .17(p) on February 6, 2006 prompted the new 
ground(s) of rejection presented in this Offlce action. Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 609.04(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action Is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Sikarl A. Witherspoon whose telephone number is 571- 
272-0649. The examiner can nomially be reached on M-F 8:30-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonmation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

8IKARtA.WrrHER8PO0N 
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